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Sec. 1052. Trademarks registrable on principal register; concurrent registration

No trademark by which the goods of the applicant may be distinguished from the goods
of others shall be refused registration on the principal register on account of its nature
unless it - ' '

o (a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter
which may disparage or falsely suggest a connection with persons, living or dead,
institutions, beliefs, or national symbols, or bring them into contempt, or disrepute;
or a geographical indication which, when used on or in connection with wines or
spirits, identifies a place other than the origin of the goods and is first used on or in
connection with wines or spirits by the applicant on or after one year after the date
on which the WTO Agreement (as defined in section 3501(9) of title 19) enters into
force with respect to the United States.

» (b) Consists of or comprises the flag or coat of arms or other insignia of the United
States, or of any State or municipality, or of any foreign nation, or any simulation
thereof.

« (c) Consists of or comprises a name, portrait, or signature identifying a particular
living individual except by his written consent, or the name, signature, or portrait of
a deceased President of the United States during the life of his widow, if any, except
by the written consent of the widow.

¢ (d) Consists of or comprises a mark which so resembles a mark registered in the
Patent and Trademark Office, or a mark or trade name previously used in the United
States by another and not abandoned, as to be likely, when used on or in connection
with the goods of the applicant, to cause confusion, or to cause mistake, or to
deceive: Provided, That if the Commissioner determines that confusion, mistake, or
deception is not likely to result from the continued use by more than one person of
the same or similar marks under conditions and limitations as to the mode or place
of use of the marks or the goods on or in connection with which such marks are
used, concurrent registrations may be issued to such persons when they have
become entitled to use such marks as a result of their concurrent lawful use in
commerce prior to (1) the earliest of the filing dates of the applications pending or
of any registration issued under this chapter; (2) July 5, 1947, in the case of
registrations previously issued under the Act of March 3, 1881, or February 20,
1905, and continuing in full force and effect on that date; or (3) July 5, 1947, in the
case of applications filed under the Act of February 20, 1905, and registered after
July 5, 1947. Use prior to the filing date of any pending applicafion or a registration
shall not be required when the owner of such application or registration consents to
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the grant of a concurrent registration to the applicant. Concurrent registrations may
also be issued by the Commissioner when a court of competent jurisdiction has
finally determined that more than one person is entitled to use the same or similar
marks in commerce. In issuing concurrent registrations, the Commissioner shall
prescribe conditions and limitations as to the mode or place of use of the mark or
the goods on or in connection with which such mark is registered to the respective
persons.

« (¢) Consists of a mark which (1) when used on or in connection with the goods of
the applicant is merely descriptive or deceptively misdescriptive of them, (2) when
used on or in connection with the goods of the applicant is primarily geographically
descriptive of them, except as indications of regional origin may be registrable
under section 1054 of this title, (3) when used on or in connection with the goods of
the applicant is primarily geographically deceptwely misdescriptive of them, (4) 1s
primarily merely a surname, or (5) comprises any matter that, as a whole, is
functional.

o (f) Except as expressly excluded in subsections (a), (b), (¢),

o () Except as expressly excluded in subsections (a), (b), (c), shall prevent the
registration of a mark used by the applicant which has become distinctive of
the applicant's goods in commerce. The Commissioner may accept as prima
facie evidence that the mark has become distinctive, as used on or in
connection with the applicant's goods in commerce, proof of substantially
exclusive and continuous use thereof as a mark by the applicant in commerce
for the five years before the date on which the claim of distinctiveness is made.
Nothing in this section shall prevent the registration of a mark which, when
used on or in connection with the goods of the applicant, is primarily
geographically deceptively misdescriptive of them, and which became
distinctive of the applicant's goods in commerce before December 8, 1993.
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Sec. 1065. Incontestability of right to use mark under certain conditions

Except on a ground for which application to cancel may be filed at any time under
paragraphs (3) and (5) of section 1064 of this title, and except to the extent, if any, to
which the use of a mark registered on the principal register infringes a valid right
acquired under the law of any State or Territory by use of a mark or trade name
continuing from a date prior to the date of registration under this chapter of such
registered mark, the right of the registrant to use such registered mark in commerce for
the goods or services on or in connection with which such registered mark has been in
continuous use for five consecutive years subsequent to the date of such registration and
is still in use in commerce, shall be incontestable: Provided, That -

o (1) there has been no final decision adverse to registrant's
claim of ownership of such mark for such goods or services, or to
registrant's right to register the same or to keep the same on
the register; and
(2) there is no proceeding involving said rights pending in the
Patent and Trademark Office or in a court and not finally
disposed of} and
(3) an affidavit is filed with the Commissioner within one year
after the expiration of any such five-year period setting forth
those goods or services stated in the registration on or in
connection with which such mark has been in continuous use for
such five consecutive years and is still in use in commerce, and
other matters specified in paragraphs (1) and (2) of this
section; and
(4) no incontestable right shall be acquired in a mark which is
the generic name for the goods or services or a portion thereof,
for which it is registered.
Subject to the conditions above specified in this section, the incontestable right with
reference to a mark registered under this chapter shall apply to a mark registered
under the Act of March 3, 1881, or the Act of February 20, 1905, upon the filing of
the required affidavit with the Commissioner within one year after the expiration of
any period of five consecutive years after the date of publication of a mark under the
provisions of subsection (c¢) of section 1062 of this title.
The Commissioner shall notify any registrant who files the above-prescribed
affidavit of the filing thereof.
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Sec. 1115. Registration on principal register as evidence of exclusive right to use
mark; defenses

e (a) Evidentiary value; defenses
Any registration issued under the Act of March 3, 1881, or the Act of February 20,
1905, or of a mark registered on the principal register provided by this chapter and
owned by a party to an action shall be admissible in evidence and shall be prima
facie evidence of the validity of the registered mark and of the registration of the
mark, of the registrant's ownership of the mark, and of the registrant's exclusive
right to use the registered mark in commerce on or in connection with the goods or
services specified in the registration subject to any conditions or limitations stated
therein, but shall not preclude another person from proving any legal or equitable
defense or defect, including those set forth in subsection (b) of this section, which
might have been asserted if such mark had not been registered.

¢ (b) Incontestability; defenses
To the extent that the right to use the registered mark has become incontestable
under section 1065 of this title, the registration shall be conclusive evidence of the
validity of the registered mark and of the registration of the mark, of the registrant's
ownership of the mark, and of the registrant's exclusive right to use the registered
mark in commerce. Such conclusive evidence shall relate to the exclusive right to
use the mark on or in connection with the goods or services specified in the affidavit
filed under the provisions of section 1065 of this title, or in the renewal application
filed under the provisions of section 1059 of this title if the goods or services
specified in the renewal are fewer in number, subject to any conditions or
limitations in the registration or in such affidavit or renewal application. Such
conclusive evidence of the right to use the registered mark shall be subject to proof
of infringement as defined in section 1114 of this title, and shall be subject to the
following defenses or defects:
o (1) That the registration or the incontestable right to use the
mark was obtained fraudulently; or
o (2) That the mark has been abandoned by the registrant; or.
o (3) That the registered mark is being used by or with the
permission of the registrant or a person in privity with the
registrant, so as to misrepresent the source of the goods or
services on or in connection with which the mark is used; or
o (4) That the use of the name, term, or device charged to be an
infringement is a use, otherwise than as a mark, of the party's
individual name in his own business, or of the individual name of
anyone in privity with such party, or of a term or device which
is descriptive of and used fairly and in good faith only to
describe the goods or services of such party, or their geographic
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origin; or
o (5) That the mark whose use by a party is charged as an
infringement was adopted without knowledge of the registrant's
prior use and has been continuously used by such party or those
in privity with him from a date prior to (A) the date of
constructive use of the mark established pursuant to section |
1057(c) of this title, (B) the registration of the mark under
this chapter if the application for registration is filed before
the effective date of the Trademark Law Revision Act of 1988, or
s (C) publication of the registered mark under subsection (c) of
section 1062 of this title: Provided, however, That this defense
or defect shall apply only for the area in which such continuous
prior use is proved; or
o (6) That the mark whose use is charged as an infringement was
registered and used prior to the registration under this chapter
or publication under subsection (c) of section 1062 of this title
of the registered mark of the registrant, and not abandoned:
Provided, however, That this defense or defect shall apply only
for the area in which the mark was used prior to such
registration or such publication of the registrant's mark; or
o (7) That the mark has been or is being used to violate the
antitrust laws of the United States; or
o (8) That the mark is functional; or
o (9) That equitable principles, including laches, estoppel, and
acquiescence, are applicable.
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